THIS DECISION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB
Heari ng: Paper No. 36
June 17, 1998 JQ

Mai | ed: 4/1/2003
UNI TED STATES PATENT AND TRADEMARK OFFI CE
Trademark Trial and Appeal Board
In re International Coffee & Tea, Inc.
Serial No. 74/475,672
Roger H. Stein and Monique A Mrneault of Wallenstein &
Wagner for applicant.
Angel a Bi shop W1 son, Tradermark Exam ning Attorney, Law
Ofice 101 (R Ellsworth WIIlianms, Managi ng Attorney).
Bef ore Hanak, Quinn and Walters, Adm nistrative Trademark
Judges.
Qpi ni on by Quinn, Admi nistrative Trademark Judge:
An application has been filed by International Coffee
& Tea, Inc. to register the mark THE COFFEE BEAN (“ COFFEE”
di sclaimed) for “coffee beans, ground coffee, |oose tea,
tea bags, hot chocol ate, chocol at e-based food beverages and
pastries” (in International Cass 30), and “retail shops
and mail order services featuring coffee, chocolate and

t ea- based beverages, coffee beans, ground coffee, chocol ate

products, |oose tea and tea bags, pastries, coffee and tea
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related products, nanely, cups, nugs and filters and
clothing, nanely, t-shirts; and office coffee supply
services” (in International Oass 42).' Applicant clained
acquired distinctiveness under Section 2(f) of the
Trademark Act; the Exam ning Attorney accepted applicant’s
evi dence of acquired distinctiveness.

The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Act on the ground
that applicant’s nmark, when used in connection with
applicant’s goods and services, so resenbles the previously

regi stered marks

for “coffee, tea, herbs and spices”? and THE COFFEE BEANERY,
LTD. for “coffee, tea, processed herbs, and spices,”? both
regi strations owed by the sane entity, as to be likely to

cause conf usi on.

1 Application Serial No. 74/475,672, filed Decenber 29, 1993,
alleging first use anywhere and first use in comerce in 1968.
2 Registration No. 1,187,008, issued January 19, 1982; renewed.
The word “Coffee” is disclained.

3 Regi stration No. 1,610,706, issued August 21, 1990; renewed.
The registration includes disclainmers of “Coffee” and “Ltd.”
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When the refusal was made final, applicant appeal ed.
Applicant and the Exam ning Attorney filed briefs, and both
appeared at an oral hearing.*

Applicant argues, in urging that the refusal be
reversed, that applicant’s mark is different in sound,
appearance and comrercial inpression fromthe registered
mar ks. Applicant asserts that the Exam ning Attorney, in
conparing the marks, inproperly dissected them thereby
ignoring the well settled principle that marks nust be
considered in their entireties in analyzing |likelihood of
confusion. Applicant also points to the differences in
meani ngs between a “bean” which is an “edible nutritious
seed of various species of |egum nous plants,” and
“beanery” which is a “cheap, usually inferior restaurant.”
Appl i cant does not dispute that its application and the
cited registrations overlap to the extent that the
identifications include coffee and tea, but goes on to
contend that the nere presence of the term*®“coffee” in the
mar ks does not result in a likelihood of confusion. In
this connection, applicant points to the presence of the

word “coffee” in several of the third-registrations

* As noted above, the oral hearing was held al nost five years
ago. The delay in deciding this case was occasi oned by repeated
suspensi ons of the appeal since the hearing to allow applicant
time to obtain registrant’s consent to the registration sought
herein. The attenpt ultimtely was unsuccessful.
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submtted by the Exam ning Attorney. Applicant also
asserts that coffee purchasers have becone sophisticated,?®
and points to the absence of any actual confusion between
the marks despite over twenty years of contenporaneous use.
Applicant submtted dictionary definitions of the words
“bean” and “beanery.”

The Exami ning Attorney maintains that the goods are,
in part, identical, and that applicant’s services are
related to registrant’s goods i nasmuch as the services
feature coffee, tea and related itenms. As to the marks,
the Exam ning Attorney contends that they are substantially
simlar, having only m nor distinctions. Purchasers would
bel i eve, the Exam ning Attorney argues, that registrant has
nerely adopted a variation of its marks and expanded its
trade channels to include retail and nmail order services.
The Exam ning Attorney also is not convinced that coffee
consuners are sophisticated, and is not persuaded by the
| ack of actual confusion. The Exam ning Attorney submtted
third-party registrations show ng that others have adopted
the sane mark for the types of goods and/or services

i nvol ved her ei n.

° In support of this contention, applicant submtted “Exhibit A
with its brief, and requested that the Board take judicial notice
of it. Sinply put, the printout froman el ectronic database is
not proper subject matter for judicial notice. Accordingly, this
evi dence has not been considered in reaching our decision
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Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion. 1In
re E.l. du Pont de Nenours and Co., 476 F.2d 1098, 192 USPQ
24 (CCPA 1976). Not all of the du Pont factors may be
rel evant or of equal weight in a given case, and “any one
of the factors may control a particular case.” Inre
Majestic Distilling Co., Inc., 315 F.3d 1311, 65 USPd
1201 (Fed. Cir. 2003), citing In re Dixie Restaurants,
Inc., 105 F.3d 1405, 41 UsP@d 1531, 1533 (Fed. Cr. 1997).

Turning first to conpare applicant’s goods and
services with registrant’s goods, the involved application
and cited registrations all list coffee and tea. Thus,
there is no disputing the fact that the goods, at |east in
part, are identical. Further, the renaining goods are
substantially simlar to each other. In addition,
applicant’s services feature, anmong other things, coffee
and tea and, thus, we find applicant’s services to be
closely related to registrant’s goods.

The goods and services involve the sane channel s of
trade and woul d be purchased by the sane cl asses of
purchasers. The goods and services are relatively

i nexpensi ve, and woul d be the subject of inpulse purchases.
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In view thereof, the du Pont factors relating to the
goods and services weigh in favor of a finding of
|'i kel i hood of confusion.

That brings us to a consideration of the invol ved
marks. The dictionary definitions of record show “bean”
defined as “the edible nutritious seed of various species
of | egum nous plants; any of various other beanlike seeds
or plants, as the coffee bean,” and “beanery” defined as a
slang term neaning “a cheap, usually inferior, restaurant.”
There is no question but that the word marks THE COFFEE
BEAN and THE COFFEE BEANERY LTD. share simlarities in
sound and appearance. The marks, however, are different in
terms of nmeaning. Wile the overall conmmercial inpression
engendered by applicant’s mark i s obvious, registrant’s
mar Kk conveys a sonewhat different idea, that is, that
registrant’s coffee emanates froma corporate enterprise or
restaurant. This difference in nmeaning, coupled with the
clearly limted scope of protection of registrant’s marks,
plays a significant role in our analysis.

The only common feature shared by the marks is the
hi ghly descriptive (if not generic) root term“coffee

»n 6

bean. We concl ude that the nere presence of this common,

® In saying this, we reiterate the difference in nmeaning between
the words “bean” and “beanery.”
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hi ghly descriptive or generic portion in the marks is
insufficient here to support a finding of Iikelihood of
confusion, even though the nmarks are used in connection
with the sane goods. See: In re Bed & Breakfast Registry,
791 F.2d 157, 229 USPQ 818 (Fed. Cir. 1986); and Tektronix,
Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693 ( CCPA
1976). Also, the addition of a design elenent in
registrant’s |l ogo mark serves to further distinguish this
cited mark fromapplicant’s mark.

Turning our attention to another du Pont factor,
applicant clains that there has been no actual confusion
bet ween applicant’s mark and registrant’s marks despite
over twenty years of contenporaneous use.’ Al though the

record includes a few details about applicant’s use of its

"In this connection, applicant has nmade reference to a

decl aration of applicant’s president, M. Hynman, which was
submtted in connection with the prosecution of applicant’s
compani on application Serial No. 74/474,894. Ms. Hynan
apparently attested to the effect that applicant is neither aware
of, nor has it encountered, any incidents of actual confusion
with registrant’s mark. Applicant’s prior application matured
into Registration No. 2,164,914, pursuant to Section 2(f), on
June 16, 1998. The registered mark is THE COFFEE BEAN & TEA LEAF
with pictorial representations of a coffee bean and a tea | eaf
for goods and services essentially identical to the ones listed
in the present application. |In the registration, applicant

cl ai ms ownership of Registration No. 994,791 for a pictorial
representation of a coffee bean and a design (the representation
of the coffee bean disclained). No oppositions were filed

agai nst registration of those marks. The problemw th according
any probative value to Ms. Hynan's statenent is that no such
verified statenment was properly made of record in the present
application, and each case nmust stand on its own evidence.
Moreover, the present application is for a different mark
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mark, the record is silent as to the extent of registrant’s
use. Thus, we are at a significant disadvantage to
ascertain, with any degree of accuracy, whether there have
been opportunities for confusion to have occurred.
Accordingly, this factor has not entered into our analysis.

Decision: The refusals to register are reversed.



